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The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent th€= 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 45-47 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-24 of U.S. Patent No. 
6385486. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the current claims are broader versions of the 
patented claims, and, as such, are covered by the patented claims. 

Claim 55 is objected to because of the following informalities: Claim 55 is 
objected to in that there is no antecedent basis for the transmitter means as it was 
previously referred to in claim 52 as a radio transmitter. The claim further fails to make: 
sense, since in the base claim, it recites a radio transmitter and this claim recites a radio 
transmitter or a cellular phone. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 52, 54, 55, and 65 are rejected under 35 U.S.C. 102(b) s being 
anticipated by DeVito 6001005. De Vito shows a system with a headband 20 having 
EEG electrodes 23, 24, 25 thereon, an amplifier 31 mounted on the headband, a radio 
transmitter 35 on the headband for broadcasting signals to a receiver 41 , and an output 
device 53 that outputs a signal based on the broadcast signal. Claim 54 is rejected in 
that the headband is a "patch" and the electrodes 23, 24, and 25 include a positive and 
negative electrode. In addition, it is inherent that there is a ground. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 48-50, 59, and 68 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Lee 4454886 in view of in view of Zimmerman et al 5279305 and 

Devito. Lee shows a device with an active electrode 14 producing EEG signals, a filter 

18 producing signals in a predetermined frequency range (1-60hz), and a tone 

generator producing an audio output, generally music, corresponding to the signal. It 

does not have the connection means or the telemetry signal. Zimmerman et al teache s 

that it is desirable to have the electrode arrangement wirelessly communicate with the 

processor to allow the user freedom of movement during measurement. Hence, it 

would have been obvious to modify Lee to use wireless communication, so as to allow 

the patient to move around. In addition, DeVito shows a wireless EEG headband 



Application/Control Number: 10/045,799 Page 4 

Art Unit: 3736 

device that includes an amplifier mounted on the headband. It would have been 
obvious to modify the above combination to use such a headband, as it is merely the 
substitution of one known equivalent EEG electrode device for another. 

Claims 48-50, 59, and 68 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ross et al 4800803 in view of Zimmerman et al 5279305 and Devito. 
Ross et al shows a device with an active electrode 1a, 1 b, 1c producing EEG signals, a 
filter 28 producing signals in a desired, predetermined frequency range, and a tone 
generator 23 producing an audio output, music, corresponding to the EEG signal. It 
does not have the connection means or the telemetry signal. Zimmerman et al teache s 
that it is'desirable to have the electrode arrangement wirelessly communicate with the 
processor to allow the user freedom of movement during measurement. Hence, it 
would have been obvious to modify Lee to use wireless communication, so as to allow 
the patient to move around. In addition, DeVito shows a wireless EEG headband 
device that includes an amplifier mounted on the headband. It would have been 
obvious to modify the above combination to use such a headband, as it is merely the 
substitution of one known equivalent EEG electrode device for another. 

Claim 51 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ross et 
al 4800803 in view of Zimmerman et al 5279305 and Devito, as applied to claims 48- 
50, 59, and 68 above, further in view of Yashushi et al 5241967. Yashushi further 
teaches that a desired level for inducing a particular brain state is one of alpha, theta, 
delta and beta brain wave states. Hence, it would have been obvious to modify the 
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above combination to filter at one of these bands, as they are well known bands used to 
produce the desired brain wave state. 

Claim 53 is rejected under 35 U.S.C. 103(a) as being unpatentable over Roy et 
al 3696808 in view of DeVito. Roy shows an EEG monitoring system that provides an 
output signal indicating that a brain injury is detected. It is not an audible or a light 
signal. However, the examiner takes official notice that it is well known to provide such 
a display signal, using an LD (lights). In addition, De Vito shows an EEG monitoring 
circuit that meets the remainder of the claim features, as discussed above. Hence, it 
would have been obvious to modify Roy to use the circuit of De Vito, as it is merely the 
substitution of one known EEG monitoring circuit for another. 

Claim 66 is rejected under 35 U.S.C. 103(a) as being unpatentable over De Vitc. 
Applicant has not stated that the specific number of electrode sand amplifiers is for a 
specific purpose or that they solve a stated problem. As such, it appears that the exact 
number of electrodes and amplifiers would have been a mere matter of design choice 
for one skilled in the art. 

Applicant's arguments filed 1/26/2004 have been fully considered but they are 
deemed moot in view of the new grounds of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert L. Nasser whose telephone number is (571) 272- 
4731. The examiner can normally be reached on Mon-Fri, variable hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max Hindenburg can be reached on (571) 272-4726. The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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